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The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of 
the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as 
to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



Claims 2 and 11-15 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. 
The claim (s) contains subject matter which was not described in 
the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The specification 
and drawings are so confusing and unclear that they are not 
understood. Many of the reference characters (e.g. G) are not 
found in the drawings making it unclear how the specification 
corresponds to the drawings. The interrelationship between the 
subject matter of figure 1 and figure 5 is not understood. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his 
invention. 
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Claims 2 and 11-15 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. The scope of the claims is unclear 
for the reasons set forth above . 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is 
not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

Claims 2 and 11-15 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Peshkin et al . (5,799,055). As to 
claims 2 and 11, as best understood, Peshkin et al . disclose a 
method for use in conjunction with a c-arm imaging apparatus 
(col. 7, lines 26-30), for positioning a biopsy needle (col. 1, 
lines 26-29) substantially as defined in claim 2 (col. 7, line 
24 to col. 9, line 13) . The Peshkin et al . specification fails 
to specifically indicate that the location information of the 
target is stored by computer 40. However, it would have been 
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Art Unit: 3731 

obvious that the information is stored by computer 4 0 since such 
storage of information is typically performed by a computer. 

Applicant's arguments filed May 18, 2007 have been fully 
considered but they are not persuasive. Peshkin et al . disclose 
the step of positioning a biopsy needle in col. 1, lines 26-29 
and discloses the use of a C arm imaging apparatus in col. 7, 
lines 26-30. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Michael 
Thaler whose telephone number is (571) 272-4704. The examiner 
can normally be reached Monday to Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Anhtuan T. Nguyen can 
be reached on (571) 272-4963. The fax phone number for the 
organization where this application or proceeding is assigned is 
(571) 273-8300. 
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